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Part III DETAILED ACTION 



Notice to Applicants) 
This action is responsive to the following communications: amendment filed on 



1/30/2004. 



2. 



This application has been reconsidered. Claims 1-69 are pending. 



Claim Rejections - 35 USC § 112 



3. The following is a quotation of the first paragraph of 35 U.S. C 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 48, 60, and 62-65 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. There is no disclosure in the original of reviewing the image data for 
transmission errors . If Applicant believes this rejection to be in error, Applicant is requested to 
provide specific support for this subject matter. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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6. Claim 48 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claim 48, it is unclear to the Examiner where the customer account 
information is being attached - in the image pump or at the image source. If the customer 
information is being attached at the image pump, it is unclear how this could be done without a 
processor. 



7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application by 
another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before 
the invention thereof by the applicant for patent. 



of 1999 (AIPA) do not apply to the examination of this application as the application being 
examined was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 
U.S.C. 122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 



Claim Rejections - 35 USC §102 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 



Application/Control Number: 09/552,815 



Page 3 



Art Unit: 2626 

8. Claims 1, 2, 3, 5, 6, 11, 12, 13, 14, 15, 16, 17, 22, 23, 24, 25, 26, 28, 29, 34, 35, 36, 37, 
38, 39, 40, 45, 46, 47, 51, 52, 53, 54, 66, 67, 68 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Bell et al (Bell) (U. S. 6,147,742). 

With respect to claims 1, 3, 5, 12, 15, 22, 23, 24, 26, 28, 35, 38, 45, 46, 51, 66, 67, 68 
Bell discloses a system (figure 1) for transferring image data to a service provider (40) 
comprising an image source (camera 26) configured to provide the image data; and an image 
pump (which reads on the order manager) (22) configured to receive image data from the image 
source (column 3, lines 60-67) by a hard-wired connection (net), and responsively provide the 
image data to the service provider (the abstract), the image pump implemented separately from 
the image source (26) and the service provider (40) in a non-integral manner (figure 1) for 
transferring the image data from the image source to the service provider (the abstract and 
column 3, lines 60-62); the image pump being implemented without an internal processor or 
video display (figure 1) (there is no indication in Bell that the order manager contains a processor 
or video display), and a user signals the image pump to transfer data (column 5, lines 1-32). 

With respect to claims 2 and 25, Bell discloses a photofinishing system wherein audio 
data is coupled with the text/image data prior to being sent to the photofinisher (column 3, line 
60 to column 4, line 17). 

With regard to claims 6, 1 1, 29, and 34, Bell discloses the data source stores the data on 
removable storage (column 3, line 60 to column 4, line 3). 

With respect to claims 13, 16, 36, and 39, Bell discloses the image pump configures the 
data to conform to a format required by the service provider (column 2, lines 30-38). 
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With regard to claims 14, 17, 37, 40, and 47, Bell discloses the image pump includes 
customer information that is communicated to the service provider (column 5, lines 1-11). 

With respect to claim 52, Bell discloses a photofinishing system wherein audio data is 
coupled with the text/image data prior to being sent to the photofmisher (column 3, line 60 to 
column 4, line 17). 

With respect to claim 53, Bell discloses source transfer means (the order manager) 
external to the image source and image pump allows the image source to download data to the 
image pump and allows the image pump to upload data to the service provider (column 4, line 42 
to column 5, line 60). 



9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 55 and 56 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bell in 
view of Enomoto 

With respect to claims 55 and 56, Enomoto downloading and executing an image pump 
manager program (processing-ordering software) (column 6, lines 10-18) allowing a user to view 
and select individual images to be processed (column 6, lines 44-50) and attaching specific 
instruction to the images (column 6, lines 44-64), and then uploading the desired images to the 
service provider (column 6, lines 44-50). Therefore, it would have been obvious to one of 
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ordinary skill in the art at the time of the invention to have modified Bell by the teaching of 
Enomoto in order to give the user greater control in image selection. 



11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application by 
another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before 
the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

12. Claims 49 and 50, are rejected under 35 U.S.C. 102(e) as being anticipated by Enomoto. 
With respect to claims 49 and 50, Enomoto discloses a system for transferring image 

data to a service provider (12), comprising an image source (20 or 21), and an image pump 
(which reads on computer 11) configured to receive the image data from the image source by a 
hard-wired connection (column 6, lines 23-32), and provide the image data to the service 
provider (column 6, lines 44-50), the image pump (11) being implemented separately from the 
image source (20 or 21). 



o 



o 
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13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application by 
another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before 
the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

14. Claims 62 and 64 are rejected under 35 U.S.C. 102(e) as being anticipated by Safai (U. 
S. 6,167,469). 

With respect to claim 62 and 64, Safai discloses capturing image data by utilizing an 
image source (100); providing the image data to an image pump (figure 2) integral with the 
camera; converting the image data to a format compatible with the service provider (column 5, 
lines 28-62 and column 7, lines 14-50); attaching user defined instructions and customer account 
information (column 7, lines 32-50 and column 15, lines 16-27); transferring the image from the 
image pump to the service provider (column 2, lines 1-3); reviewing the order and providing 
services to the user (column 9, lines 30-45). 



9 
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Claim Rejections - 35 USC §103 



15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

16. Claims 4, 18, 19, 27, 41, 42 and 54 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Bell in view of Cok (U. S. 6,157,436). 

With respect to claims 4 and 27, Bell differs from claims 4 and 27 in that he does not 
clearly disclose the image source communicates with the image pump by wireless means. Cok 
discloses a photofinishing system wherein an image pump (170) receives data from an image 
source via wireless (optical) means (column 7, lines 35-40). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have modified Bell by 
the teaching of Cok in order to obtain data from different sources. 

With respect to claims 18, 19, 41, and 42, Bell differs from claims 18, 19, 41, and 42 in 
that he does not clearly disclose a touch screen. Cok discloses an operator station comprising a 
CRT or LCD screen wherein an operator can use any suitable input device to enter print order 
information on the screen (column 8, lines 1-12). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to have modified Bell wherein a touch 
screen is used to enter print information. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to have modified Bell by the teaching of Cok in order to 
achieve ease of operation. 
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With respect to claim 54, Bell differs from claim 54 in that he does not clearly disclose 
the image source communicates with the image pump by wireless means. Cok discloses a 
photofinishing system wherein an image pump (170) receives data from an image source via 
wireless (optical) means or disk (1 12) and transfers the data to the photofmisher (160) by 
wireless, disk or cable means (column 7, lines 4-67). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have modified Bell by the teaching 
of Cok in order to obtain data from different sources. 



17. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

18. Claims 7, 8, 9, 10, 20, 21, 30, 3 1, 32, 33, 43, 44, 58, 58, 60, and 61 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Bell in view of Enomoto (U. S. 5,974,401). 

Bell differs from claims 7, 8, 9, 10, 30, 3 1, 32, and 33 in that he does not clearly disclose 
the type of connection between the Image pump and the service provider. Enomoto discloses 
communicating with the service provider via a wireless (radio telephone line); hard-wired 
(cable); Ethernet (which reads on a network such as the Internet), or a public switched telephone 
network (column 3, lines 21-30 and column 4, lines 61-65). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have modified Bell 
wherein different transmission methods are user to transmit image data to the service provider. It 
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would have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Bell by the teaching of Enomoto in order to allow the service provider to receive data 
from different sources. 

With respect to claims 20, 21, 43, and 44, Bell differs from claims 20, 21, 43, and 44 in 
that he does not clearly disclose determining user selections and transferring the selections to the 
service provider. Enomoto discloses determining user selections and transferring the selections 
to the service provider (column 6, lines 44-50). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have modified Bell wherein user selections 
are determined and transferred to the service provider. It would have bee obvious to one of 
ordinary skill in the art at the time of the invention to have modified Bell by the teaching of 
Enomoto in order to achieve ease of operation. 

With respect to claims 58 and 59, Bell differs from claims 58 and 59 in that he does not 
clearly disclose attaching customer information to the image data. Enomoto discloses attaching 
customer information to the data (column 3, line 64 to column 4, line 4). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to have modified 
Bell by the teaching of Enomoto in order to easily identify and process the image data. 

With respect to claim 60, Enomoto discloses capturing image data utilizing an image 
source (20 or 21); sending the image data to an image pump (11); attaching customer account 
information to the image data (column 3, line 64 to column 4, line 4); sending the image data and 
customer account information to the service provider (column 6, lines 44-50); determining if the 
image data and customer information have errors (column 7, lines 4-8), and requesting the image 
pump to re-transmit the image data and customer information if errors are detected (column 7, 



• # 
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lines 4-8); providing services by the service provider (column 7, lines 23-40, and returning a 
final product to the user, along with a bill (column 7, line 41 to column 8, line 12). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified Bell by the teaching of Enomoto in order to reduce errors in the image processing. 

With regard to claim 61, Enomoto discloses configuring the image data to conform to a 
format required by the service provider (column 3, lines 41-60). 

19. Claims 63 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable over Safai in 
view of Enomoto. 

With respect to claim 63, Safai differs from claim 63 in that he does not clearly disclose 
that the image source is a scanner. Enomoto discloses a scanner as an image source (20). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified Safai by the teaching of Enomoto in order to vary the image sources. 

With respect to claim 65, Safai discloses including customer account information 
(column 15, lines 17-27). Safai differs from claim 65 in that he does not disclose determining if 
the image data and customer information have errors, and requesting the image pump to re- 
transmit the image data and customer information if errors are detected. Enomoto discloses 
determining if the image data and customer information have errors (column 7, lines 4-8), and 
requesting the image pump to re-transmit the image data and customer information if errors are 
detected (column 7, lines 4-8). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to have modified Safai by the teaching of Enomoto in order to 
improve the image system. 
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20. Claim 69 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bell in view of 
Cok. 

With respect to claim 69, Bell differs from claim 69 in that although he discloses 
transferring the data to the service provider in aby means of a network (figure 1), he does not 
clearly disclose the image source communicates with the image pump by wireless means. Cok 
discloses a photofinishing system wherein an image pump (170) receives data from an image 
source via wireless (optical) means or disk (112) and transfers the data to the photofinisher (160) 
by wireless, disk or cable means (column 7, lines 4-67). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to have modified Bell by the 
teaching of Cok in order to obtain data from different sources 



21. Claim 57 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



22. Applicant's arguments filed 8/18/2003 have been fully considered but they are not 
persuasive. 

Applicant submits that Bell fails to disclose an image pump that is "implemented 
separately from the image source and service provider in a non-integral manner, for transferring 



Allowable Subject Matter 



Response to Arguments 
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said image data from said image source to said service provider", and that the rejections under § 
102(e) are improper. The Examiner respectfully disagrees. 

Bell discloses an image pump (the Examiner submits that the order manager (22) equates 
to the image pump), implemented separately from the image source (26) and service provider 
(40), (figure 1 clearly depicts the order manager (22) implemented separately (and in a non- 
integral manner) from the image source (26) and the service provider), for transferring image 
data from the image source to the service provider (column 4, lines 25-37 and column 5, lines 1- 
40), and service provider being implemented to include a photofinishing system (column 3, lines 
44-47). There is no indication in Bell that the order manager contains a processor. 

In response to applicant's argument that the Examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

Conclusion 

23. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark E. Wallerson whose telephone number is (703) 305-8581. 
The examiner can normally be reached on Monday-Friday - 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (703) 305-4863. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




yj Mark E. Wallerson 
B Primary Examiner 



